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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Application
Serial No. 85/439,931

Filed: September 23, 2011

Published: February 28, 2012

Owner: Lavelle Industries, Inc.

For the Trademark: MAXPERFORMANCE

FLUIDMASTER, INC.
a California corporation

Opposer,
' Opposition No. 91204123
LAVELLE INDUSTRIES, INC.
a Delaware Corporation
Applicant
MOTION TO SUSPEND

Applicant Lavelle Industries, Inc. (“Lavelle”) respectfully requests suspension of this
proceeding pursuant to 37 C.F.R. §2.117 because the parties to this instant proceeding are
engaged in two civil actions concerning the registration application for the
MAXPERFORMANCE mark.

In the first-filed action, on February 20, 2012, Lavelle filed an action against Fluidmaster,
Inc. (“Fluidmaster”) alleging infringement of the MAXPERFORMANCE mark and related
unfair competition claims in the Eastern District of Wisconsin. A copy of the Complaint filed by

Lavelle is attached hereto as Ex. A.



On February 21, 2012, Fluidmaster filed a Declaratory Judgment action against Lavelle
in the Central District of California alleging infringement of the MAX and PERFORMAX marks
and requesting a declaration that it does not infringe the MAXPERFORMANCE trademark. A
copy of the Complaint filed by Fluidmaster is attached hereto as Ex. B.

Applicant respectfully submits that resolution of the above-referenced civil actions will,
at the very least, have a bearing on the issues before the Board. Trademark Rule 2.117(a) Accord
6 McCarthy on Trademarks and Unfair Competition § 32:47 (4™ ed. updated June 2011) (“It is
standard procedure for the Trademark Board to stay administrative proceedings pending the
outcome of court litigation between the same parties involving related issues.”)

Therefore, to avoid duplicitous proceedings, Applicant respectfully requests that this

opposition proceeding be stayed until termination of the above-referenced civil actions.

Respectfully Submitted,

Att\arneys for Lavelle Industries, Inc.

Joseph S. Heino, Esq.

Davis & Kuelthau, s.c.

111 East Kilbourn Avenue, Suite 1400
Milwaukee, WI 53202

414-225-1452 (direct dial)
414-278-3652 (direct fax)
jheino@dkattorneys.com

Patrick M. Bergin, Esq.

Davis & Kuelthauy, s.c.

111 East Kilbourn Avenue, Suite 1400
Milwaukee, WI 53202

414-225-7563 (direct dial)
414-278-3763 (direct fax)
pbergin@dkattorneys.com

N:ADOCS\17761\84246\11214983



CERTIFICATE OF MAILING

The undersigned certifies that the foregoing Motion to Suspend was mailed First Class
Mail on April 11, 2012 to:

Richard P. Sybert

Gordon & Rees, LLP

101 West Broadway, Suite 1600
San Diego, California 92101-8217

T A~

Patrick M. Bergin




EXH BIT A

UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF WISCONSIN

LAVELLE INDUSTRIES, INC,,
665 McHenry Street
Burlington, W1 53105,

Plaintiff, CasdéNo.

V. JuryTrial Demanded

FLUIDMASTER, INC.,
30800 Rancho Viejo Road
San Juan Capistrano, CA 92675,

Defendant.

COMPLAINT

The Plaintiff, Lavelle Industries, Inchy its undersigned attoeys, as and for its

complaint against the Defendant, Fluidmaster, Inc., alleges as follows:
l. Nature of the Action

1. This is an action for infringement of a trademark and unfair competition, both of

which are violations of 15 U.S.C. § 1125.
. Jurisdiction and Venue

2. This is a civil action under the Unit&tates Trademark Act (15 U.S.C. § 1@81

seq). This Court has jurisdiction pursudantl5 U.S.C. § 1121, 28 U.S.C. § § 1331 and 1338.

3. Venue is proper in thidistrict under 28 U.S.C. § 1391.
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1. Parties

4. Plaintiff, Lavelle Industries, Inc. (“Lavelle”)s a Delaware corporation with a
principal place of business at 68&Henry Street, Burlington, WI 53105.

5. Defendant, Fluidmaster, Inc. (“Fluidmas)eis a California corporation with a
principal place of business at 30800 Ran¢i®o Road, San Juan Capistrano, CA 92675.

V. Facts

6. Lavelle is a leading manufacturer of gafbr the plumbing industry. In addition
to offering a full line of plumbig parts, Lavelle manufacture®@ad range of rubber parts for a
wide variety of industries. Lavelle has beerbursiness for one hundred (100) years as of this
year and sells its products through aefty of outlets throughout the world.

7. Lavelle adopted the MAXPERFORMANCEattemark in early 2011 for use in
connection with its toilet fill valves. Lavelle has a substantial investment of time, skill and other
resources in developing the produstéd under the MAXPERFORMANCE mark.

8. Lavelle owns United States Trademadegistration Application No. 85/430,931
(the “Application”) filed September 23, 2011rfthe MAXPERFORMANCE trademark for use
in connection with “toilet tankilf valves” and alleging first use of the mark in January 2011 and
first use of the mark in commerce in MarchL20 A copy of the Trademark Electronic Search
System printout from the United StatestdPd and Trademark Office (“USPTQO”) for the
MAXPERFORMANCE trademark is attached heretdcahibit A.

9. The Application has been wiewed by the USPTO and the
MAXPERFORMANCE trademark has been apyed for publication on February 28, 2012. A
copy of the official Notice of Publication for the MAXPERFORMANCE trademark is attached

hereto agxhibit B.
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10. Lavelle began selling its toilet tank fill valves under the MAXPERFORMANCE
trademark in March 2011 and has spent substantial sums on marketing toilet tank fill valves
under the MAXPERFORMANCE mark. A copy afphotograph of its product packaging under
the MAXPERFORMANCE trademark is attachedeashibit C.

11. Lavelle sells toilet tank fill valvesinder the MAXPERFORMANCE trademark
through its authorized distributors.

12. Lavelle exercises great care in the selection of its distributors and exerts
substantial effort to control the nature aqpehlity of the goods provided by such entities under
the MAXPERFORMANCE trademark.

13.  In October 2011, Lavelle becamaware that Fluidmastevas selling toilet fill
valves under the name PERFORMAX. A caplya photograph of the product packaged and
sold by Fluidmaster under the PERFORMAX trademark is attacheghaiit D.

14.  Fluidmaster advertises, sells and offéos sale toilet fill valves bearing the
PERFORMAX mark to end consumers through retailwithin this Digict and throughout the
United States.

15. On October 21, 2011, Lavelle sent Fluidteas cease and desist letter advising
Fluidmaster of Lavelle’s ownership of @hMAXPERFORMANCE mark and of its federal
registration application for that mark amdemanding that Fluidmaster cease and desist
immediately from the use of FluidmastersFFEORMAX name with toilefill valves. A copy
of Lavelle’s letter to Fluidmaster is attachedEasibit E.

16. On November 9, 2011, Fluidmasteresponded, asserting that the
MAXPERFORMANCE mark is generic or degmtive and not registrable or enforceable.

Fluidmaster further stated that “in the unlikely event that the USPTO issues a registration for this

3
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mark, we will certainly petition foits cancellation.” In this itial letter, Fluidmaster also
claimed that it “may well be that Fluidntass use (of the PERFORMAX mark) predates
Lavelle’s.” A copy of the Fluidmasteri®sponse to Lavelle is attachedeahibit F.

17. In that priority is a critical aspedf trademark infringement, on November 15,
2011, Lavelle requested evidence of Fluidméstase of the PERFORMAX mark, via letter
dated November 15, 2011. A copy of Lavelletter dated Novembel5, 2011 is attached
hereto a€xhibit G.

18.  On November 20, 2011, by letter, Fluidmaster declined to provide evidence of its
use of the PERFORMAX mark and reiteratedateer claims. A copy of the Fluidmaster’s
email dated November 20, 2011 is attached herefxlaibit H.

19. On November 14, 2011, Fluidmaster filed registration application for the
PERFORMAX mark claiming an October 3, 2011 datdfirst use. A copy of the USPTQO’s
Trademark Search System Status page showagFluidmaster’'s application to register the
PERFORMAX mark is attached &xhibit I.

20. On January 18, 2012, the MAXPERFORMANCE mark was approved for
publication by the United States Patent and @naark Office. Lavelle received the official
Notice of Publication on February 8, 20B2lvising that the MAXPERFORMANCE mark
appeared to be entitled to registration.

21. The USPTO would have refused regasibn of the MAXPERFORMANCE mark
on the Principal Register if, in its view gtMAXPERFORMANCE mark was merely descriptive
or generic,

22. Lavelle further advised Fluidmaster thaluidmaster’s filing of a registration

application for the PERFORMAX name amountedan assertion that the PERFORMAX name
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could function as a mark and was inconsiswettt its assertion that the MAXPERFORMANCE
mark could not function as a nkarA copy of Lavelle’s letter dad January 23, 2018 attached
hereto agxhibit J.

23.  Fluidmaster responded again on Februbdy 2012 indicating that it intended to
file a Notice of Opposition before the Tradeindrial and Appeal Board opposing registration
of Lavelle’'s MAXPERFORMANCEmark on the grounds that it is “simply and completely a
generic and descriptive term” and that “it is najiserable or enforceable.” In that same letter,
Fluidmaster argued that its PEBRMAX name is suggestive ancetiefore registrable. A copy
of Fluidmaster’s letter dated Felary 14, 2012 is attached heretdEx$ibit K.

24.  The use by Fluidmaster of the PERFORMAXme is likely to cause confusion or
mistake or deception of purchasers as to thecsoarr origin of its goods, thereby resulting in a
loss of sales by Lavelle.

25. Lavelle has no control over the quality of the goods sold by Fluidmaster and
because of the confusion as tike source engendered by Fluidmaster, Lavelle’s valuable
goodwill in respect to its aforesaid trademark ishat mercy of Fluidmaster, particularly if the
goods sold by Fluidmaster are of lesser quatian those made or supplied by Lavelle.

26. Fluidmaster is well aware of Lavelle’'sghits in and to Lauke’s products, its
registered trademarks and the MAXPERFORMARN@ademark due to years of side-by-side
selling of the parties’espective products.

27.  Fluidmaster's intentional use of the PERFORMAX name is targeted to cause
damage to Lavelle in Wisconsin, where Lavélés its headquarters aptbduction facilities in
that Fluidmaster’s infringing activities will cauadoss of sales of toilet tank fill valves under the

MAXPERFORMANCE trademark.
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28. Lavelle has a strong interest in pretreg unauthorized persons from using the
MAXPERFORMANCE trademark igonnection with the manufacturgale, or advertisement of
toilet tank file valves.

29. Lavelle has been and continues tadaenaged by Fluidmaster’s actions.

30. The goodwill of the Lavelle’s business under its MAXPERFORMANCE
trademark is of great value, and Lavelle vailffer irreparable harm should infringement be
allowed to continue to the detrinteof its trade reputation and goodwiill.

31. Fluidmaster’'s infringement will continue unless enjoined by this court.

32. Fluidmaster's infringement has been willfand deliberate and is specifically
designed and targeted to trade upone tlgoodwill associated with Lavelle’s
MAXPERFORMANCE trademark.

33. The public interest will be furthede by enjoining Fluidmaster's wrongful
conduct, as such, an injunctionlvgrotect members of the public from confusion and deception
into thinking, incorrectly, tat Fluidmaster's products solthder the PERFORMAX name are
licensed by or otherwise lawfully associateith Lavelle or its MAXPERFORMANCE mark.

FIRST CAUSE OF ACTION
TRADEMARK INFRINGEMENT

34. Lavelle repeats and reallegythe allegations of Paraghs 1 through 33 above as
if fully set forth herein.

35. Fluidmaster's actions constitute a false designation of origin in violation of 15
U.S.C. § 1125(a) which is likelp cause confusion, mistaketordeceive and has confused and
deceived consumers into believing that the sotioitis on behalf of Fluidmaster are affiliated

with, sponsored by, or someh@onnected with Lavelle.

6
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36. As a direct and proximate result dfluidmaster’'s unlawful use of the
PERFORMAX mark, Lavelle has suffered and wilintinue to suffer damages in an amount to
be ascertained at trial.

37.  Fluidmaster's infringement of Lavelle’salemark rights has been intentional and
willful, making this case exceptional withthe meaning of 15 U.S.C. § 1117.

SECOND CAUSE OF ACTION
UNFAIR COMPETITION

38. Lavelle repeats and reallegythe allegations of Paraghs 1 through 33 above as
if fully set forth herein.

39. The MAXPERFORMANCE mark is distiniwe, has been used throughout the
United States and elsewhere, and is well kmaw distributors in the trade and relevant
consumers.

40. Fluidmaster’s distribution, sale, and affeg for sale, of identical and related
goods in connection with a mark virtualigentical to the MAXPERFORMANCE mark
constitutes false designation of origin or sponsorship of gaolds and tends falsely to represent
that Fluidmaster's goods originate from LHgeor that said goods have been sponsored,
approved, authorized or licensed by Lavelle or are in some way affiliated or connected with
Lavelle or worse, that Lavelle’s goods andginate from Fluidmasr or are sponsored,
approved, authorized or licemsby Fluidmaster all in viotaon of 15 U.S.C.A. §1125(a).

41. As a direct and proximate result dfluidmaster's unlawful use of the
PERFORMAX mark, Lavelle has suffered and witintinue to suffer damages in an amount to

be ascertained at trial.

7
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PRAYER FOR RELIEF

WHEREFORE, the Plaintiff, Lavelle Industridac., prays that this Court enter judgment
in its favor and against Defendant, Fluidmaster, Inc., granting the following relief:

A. That Fluidmaster, its officer partners, employees, atgnparents, subsidiaries,
affiliates, attorneys, and any one acting or pguditng with any of them be preliminarily and
permanently enjoined from:

I. Using the PERFORMAX name or any other names, words,
designations or symbols consisting ofcorporating in whole or part, or
otherwise similar to the MAXPERFORMICE mark or any other Lavelle
trademark;

il. Engaging in false designation afrigin, false description, false
advertising, false representations atherwise engaging in unfair business or
deceptive trade practice or unfgicompeting with Lavelle;

iii. Any other conduct that is likely to cause confusion, or to cause
mistake, or to deceive as to the soumfiiation, connection or association of
Fluidmaster’s products with those of Lavelle’s.

B. That Fluidmaster be ordered to pay Utvall profits realized by Fluidmaster by
reason of the unlawful acts by Fluidmaster agah in this Complaint (15 U.S.C. § 1117).

C. That Fluidmaster be ordered to dagvelle all damages suffered by Lavelle by
reason of Fluidmaster’'s trademark infringement, and unfair competition as set forth in this
Complaint (15 U.S.C. § 1117(a)).

D. That the Court award Lavelle treblentizges because of the intentional, unlawful

acts of Fluidmaster as set forthtims Complaint (15 U.S.C. § 1117(a)).
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E. That Fluidmaster be ordered to pay Lavelle punitive or exemplary damages as

provided by law.

F. That Fluidmaster be ordered to pay Lkvéhe cost of thisction and reasonable
attorneys’ fees (15 U.S.C. § 1117(a)).
G. That Lavelle shall have such other reéisfthis Court may deem just and proper.
DEMAND FOR A JURY TRIAL

Plaintiff, Lavelle Industriesinc., hereby demands a juryalras to theabove cause of

action.

Dated: February 20, 2012.

s/MatthewR. McClean

Matthew R. McClean (WI Bar No. 1041470)
John T. Domaszek (State Bar No. 1045877)
Patrick M. Bergin (WI Bar No. 1037754)
Joseph S. Heino (WI Bar No. 1003931)
Attorneys for Lavelle Industries, Inc.

Davis & Kuelthau, s.c.

111 E. Kilbourn Ave. Suite 1400
Milwaukee, WI 53202

414-276-0200
mmcclean@dkattorneys.com
jdomaszek@dkattorneys.com
doergin@dkattorneys.com
jheino@dkattorneys.com

9

NADOCS\17761\6¢2a@H Y 4998.cyv-00172 Filed 02/20/12 Page 9 of 9 Document 1



Trademark Electronic Search System (TESS) Page 1 of 1

United States Patent and Trademark Office

F

Home  Site Index Search FAQ!Glossary | Guides  Contacts | eBusiness | eBiz alerts | News Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Thu Feb 16 04:35:46 EST 2012

_Logout | Please logout when you are done to release system resources allocated for you.

Start | List At: | OR Jum'p“}to record: | ‘Record 1 out of 2

TARR Status _J§ ASSIGH Status ‘ LRSSl ( Use the "Back” button of the Internet Browser to

return to TESS)

MAXPERFORMANCE

Word Mark MAXPERFORMANCE

Goods and Services IC 011. US 013 021 023 031 034. G & S: foilet tank fill valves. FIRST USE: 20110100. FIRST USE IN
COMMERCE: 20110300

Standard Characters

Claimed

Mark Drawing Code (4) STANDARD CHARACTER MARK

Serial Number 85430931

Filing Date September 23, 2011

Current Filing Basis 1A

Original Filing Basis 1A

Published for Opposition February 28, 2012

Owner (APPLICANT) Lavelle Industries, Inc. CORPORATION DELAWARE 665 McHenry Street Burlington
WISCONSIN 53105

Attorney of Record Patrick M. Bergin

Type of Mark TRADEMARK

Register PRINCIPAL

Live/Dead Indicator LIVE

| HOME | SITE INDEX] SEARCH | eBUSINESS | HELP | PRIVACY POLICY

EXHIBIT A
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2 UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Trademarks
P.0O. Box 1451

Alexandria, VA 22313-1451
www.uspto.gov

Feb 8, 2012

NOTICE OF PUBLICATION

1. Serial No.: 2. Mark:
85-430,931 MAXPERFORMANCE
(STANDARD CHARACTER MARK)

3. International Class(es):

11
4. Publication Date: 5. Applicant:
Feb 28, 2012 Lavelle Industries, Inc.

The mark of the application identified appears to be entitled to registration. The mark will, in accordance with Section 12(a) of
the Trademark Act of 1946, as amended, be published in the Official Gazette on the date indicated above for the purpose of
opposition by any person who believes he will be damaged by the registration of the mark. If no opposition is filed within the
time specified by Section 13(a) of the Statute or by rules 2.101 or 2.102 of the Trademark Rules, the Commissioner of Patents
and Trademarks may issue a certificate of registration.

Copies of the trademark portion of the Official Gazette containing the publication of the mark may be obtained from:

The Superintendent of Documents
U.S. Government Printing Office
PO Box 371954

Pittsburgh, PA 15250-7954
Phone: 202-512-1800

By direction of the Commissioner.

Email Address(es):

pbergin@dkattorneys.com

EXHIBIT B
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& DAVIS|KUELTHAU

attorneys at law
VIA OVERNIGHT

October 21, 2011

Fluidmaster, Inc.

Attn: Attorney Michael C. Carroll
General Counsel

30800 Rancho Viejo Road

San Juan Capistrano, CA 92675

RE: U.S.Reg. App. Ser. No. 85/430,931 for MAXPERFORMANCE Trademark
Our Client:  Lavelle Industries, Inc.
Our File No.: 17761.84246

Dear Attorney Carroll:

We represent Lavelle Industries, Inc. (“Lavelle”), owner of the MAXPERFORMANCE trademark and
applicant under Application Serial No. 85/430,931 for federal registration of that mark. The goods
identified in that application are “toilet tank fill valves.” Lavelle sells product under the mark, as
referenced in the attached ltem A.

Lavelle has directed our attention to your recent adoption and use of the name PERFORMAX in
connection with products that are functionally identical to those sold by Lavelle under the
MAXPERFORMANCE mark. Your use of the name PERFORMAX on such goods is likely to cause
confusion among consumers and therefore violates Lavelle’s rights under federal and state
trademark law and further constitutes unfair competition.

“Lavelle takes the protection of its trademark rights very seriously. Therefore, on behalf of Lavelle, we
request that you provide us, within fourteen (14) days of your receipt of this letter, written assurances
that you will cease all use of the name PERFORMAYX, that you will retrieve all existing uses of the
PERFORMAX name and that you will not make any further infringing uses of Lavelle’s
MAXPERFORMANCE mark and confusingly similar variants thereof.

If you fail to so advise us within that time period, our client reserves the right to, without further notice
to you, take such action as it deems advisable to assert its statutory rights and to otherwise protect
its interests. Please direct all further communication concerning this matter to the undersigned. We
look forward to your prompt reply.

Sincerely,

Davis & Kuelthau, s.c.

Patrick M. Bergin

PB:dau
cc: Todd Talbot, President
Client
Joseph 8. Heino, Esq.
Phone 414.276.0200 Direct 414.225.7563 Fax 414.278.3763
111 E. Kiibourn Avenue, Suite 1400, Milwaukee, Wl 53202

pbergin@dkattorneys.com
EXHIBIT E

BROOKFIELD | GREEN BAY | MADISON | MILWAUKEE | OSHKOSH | SHEBOYGAN

NADOCS\17761\84246\11105234
www.dkattorneys.com
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RICHARD P. § T, PAR :

v RSYBER:'B@EEORDONTF:‘:ERS.COM G ORD ON & R EES 11
DIRECT LINE (619) 230-7768

DIRECT FAX (619) 595-5768

ATTORNEYS ATLAW
101 W. BROADWAY, SUITE 2000
SaN DieGo, CA 92101
PHONE: (619) 696-6700
Fax: (619) 696-7124
WWW.GORDONREES.COM

November 9, 2011

by email pbergin@dkattorneys.com

M, Patrick M. Bergin

Davis & Kuelthay, s.c.

111 E. Kilbourn Avenue, Suite 1400
Milwaukee, Wisconsin 53202

re: Your letter to Fluidmaster dated October 21,2011 re “Maxperformance”

Dear Mr. Bergin:

Your letter dated October 21, 2011 to Mr. Michael Carroll, the General Counsel of
Fluidmaster, Inc., has been referred to me.

We disagree with you that your client’s purported mark “Maxperformance” is a valid
trademark. Rather, it is simply and completely a generic and descriptive term that means,
precisely as stated, “max (or maximum) performance.” It is also merely laudatory. As such, it is
not registrable or enforceable. In the unlikely event that the USPTO issues a registration for this
mark, we will certainly petition for its cancellation. Moreover, given that the mark is merely
descriptive/generic, it is also weak. Any differences, such as those in Fluidmaster’s mark, will
be recognized by consumers in differentiating the source of the respective products.

In the meantime, Fluidmaster indeed uses the mark PERFORMAX for its goods and
services, as do a large number of businesses for a wide variety of goods and services. The mark
is relatively dilute. We note that your client’s claimed date of first use in the United States is
March of this year. It may well be that Fluidmaster’s use predates Lavelle’s.

We therefore disagree that your client has valid claims for trademark infringement or
unfair competition.

We have also noted your client’s registered mark KORKY’S EASYFIX. We question as
well the validity of this mark in barring other uses of “Easyfix.” The "Korky’s" part of "Korky’s
Easyfix"is the obvious dominant portion of that mark. Any use of “easy fix” will be disregarded
by consumers who will look for other indicators of source.

CALIFORNIA 4 NEW YORK ¢ TEXAS ¢ ILLINOIS ¢ NEVADA ¢ ARIZONA ¢ COLORADO EXHIBIT F
WASHINGTON ¢ OREGON ¢ NEW JERSEY ¢ FLORIDA ¢ GEORGIA ¢ CONNECTICUT

Case 2:12-cv-00172 Filed 02/20/12 Page 1 of 2 Document 1-6



November 9 27, 2011
Page 2

If your client has any interest in exploring a co-existence agreement or other resolution of
these matters, Fluidmaster is willing to discuss it. Otherwise, Fluidmaster declines to accede to
the demands in your letter.

Thank you for your attention to this matter.

Yours truly,

ALl
e

Richard P. Sybert

FLUI/1053552/11008486v.1
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& DAVIS KUELTHAU

attorneys at law

November 15, 2011

VIA EMAIL RSybert@gordonrees.com
Richard P. Sybert, Esq. '

Gordon & Rees LLP

101 W. Broadway, Suite 2000

San Diego, CA 92101

Re: Lavelle Industries, Inc. v. Fluidmaster, Inc.
Re: MAXPERFORMANCE

Dear Atty. Sybert:

~ Thank you for your letter dated November 9, 2011. If, as you allege may be the case,
your clients use of the PERFORMAX name . predates Lavelle’s use of its
MAXPERFORMANCE mark, please provide appropriate evidence of your client's use of
the PERFORMAX name at your earliest convenience.

Regards, | ,

Davis & Kuelthau, s.c..

Patrick M. Bergin

cc: Joseph S. Heino, Esq. -
Client

Phone 414.276.0200 Direct 414.225,7563 Fax 414.278.3763
111 E. Kilbourn Avenue, Suite 1400, Milwaukee, Wl 53202

pbergin@dkattorneys.com EXH I B |T G

' BROOKFIELD | GREEN BAY | MADISON | MILWAUKEE | OSHKOSH | SHEBOYGAN
NADOCS\ 7761184246\1 1118861 . A
www.dkattorneys.com
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Page 1 of 2

Bergin, Patrick M.

From: Richard Sybert [RSybert@gordonrees.com]

Sent: Sunday, November 20, 2011 2:06 AM

To: Bergin, Patrick M.

Subject: FW: Lavelle Industries v. Fluidmaster: MAXPERFORMANCE

Importance: High

Follow Up Flag: Follow up
Flag Status: Red
Attachments: 2082_001.pdf

Dear Mr. Bergin:

My client is under no obligation to provide you with evidence of anything. We are not in the business of
providing informal discovery.

Your letter purposefully picks up on the smallest item in mine and ignores everything else. So let me
repeat the main points:

We disagree with you that your client's purported mark “Maxperformance” is a valid trademark. Rather, it
is simply and completely a generic and descriptive term that means, precisely as stated, “max (or
maximum) performance.” It is also merely laudatory. As such, it is not registrable or enforceable.
Moreover, given that the mark is merely descriptive/generic, it is also weak. Any differences, such as
those in Fluidmaster's mark, will be recognized by consumers in differentiating the source of the
respective products. The alleged mark is also quite dilute; a large number of businesses use the mark
PERFORMAX or variants for a wide variety of goods and services.

We therefore disagree that your client has valid claims for trademark infringement or unfair competition.

We have also noted your client's registered mark KORKY'S EASYFIX. We question as well the validity of
this mark in barring other uses of “Easyfix.” The "Korky's" part of "Korky's Easyfix"is the obvious dominant
portion of that mark. Any use of “easy fix" will be disregarded by consumers who will ook for other

indicators of source.
If your client has any interest in exploring a co-existence agreement or other resolution of these matters,

Fluidmaster is willing to discuss it.

Otherwise, Fluidmaster declines to accede to the demands in your original letter.

Yaurs fruly,
Richard Sybert

RICHARD P. SYBERT
Partner
rsybert@gordonrees.com
vCard | My Bio

Direct Phone: (619) 230-7768
Direct Fax: (619) 595-5768

www,gordonrees.com

EXHIBIT H

12/2/2011
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From: Upchurch, Dyer A. [mailto:dupchurch@dkattorneys.com] On Behalf Of Bergin, Patrick M.
Sent: Tuesday, November 15, 2011 1:34 PM

To: Richard Sybert

Cc: Bergin, Patrick M.; Heino, Joseph S.; Upchurch, Dyer A,

Subject: Lavelle Industries v. Fluidmaster: MAXPERFORMANCE

Importance: High

Dear Attorney Sybert:
Please find attached correspondence pertaining to the above-referenced matter.
If you have any questions, please feel free to contact Attorney Bergin.

Thank you.

Dyer A, Upchurch
Legal Assistant to Patrick M. Bergin, Esq.

San Francisco * San Diego * Los Angeles * Sacramento * Orange County * Las Vegas * Porfland * Seattle * Houston * Chicage * Phoenix * Dallas *
New York * Long island * Florham Park * Denver * Miami * Atlanta * Austin * Hartford

This email communication may contain CONFIDENTIAL INFORMATION WHICH ALSO MAY BE LEGALLY PRIVILEGED and is intended oniy for the
use of the intended recipients identified above. If you are not the intended recipient of this communication, you are hereby notified that any
unauthorized review, use, dissemination, distribution, downloading, or copying of this communication is strictly prohibited. if you are not the intended
reciplent and have received this communication in error, please immediately notify us by reply emall. delete the communication and destroy all copies.
IRS CIRCULAR 230 DISCLOSURE
To ensure compliance with requirements by the IRS. we inform you that any U.8. tax advice contained in this communication {including any
attachments) is not intended or written to be used, and cannot be used, for the purpose of (i} avoiding penaities under the Intemal Revenue Gode ar (i)
promoting, marketing or recommending to another parly any transaction or matter addressed herein.

GORDON & REES LLP
http://www.gordonrees.com

12/2/2011
Case 2:12-cv-00172 Filed 02/20/12 Page 2 of 2 Document 1-8
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Register
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PERFORMAX

IC 011. US 013 021 023 031 034. G & S: toilet fill valves. FIRST USE: 20111003. FIRST USE IN
COMMERCE: 20111003

(4) STANDARD CHARACTER MARK
85471431

November 14, 2011

1A

1A
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Capistrano CALIFORNIA 92675

Susan B. Meyer
TRADEMARK
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» DAVIS KUELTHAU

‘attorneys at law
January 23, 2012

VIA EMAIL RSybert@dgordonrees.com
Richard P. Sybert, Esq.

Gordon & Rees LLP

101 W. Broadway, Suite 2000

San Diego, CA 92101

Re: Lavelle Industries, Inc. v. Fluidmaster, Inc.
Re: MAXPERFORMANCE

Dear Atty. Sybert:

This communication is in direct response to your November 20, 2011 e-mail to my partner, Pat
Bergin, and a follow-up to our original October 21, 2011 letter sent to your client's general
counsel, Michael Carroll.

You are correct — your client is under no obligation to provide us with evidence of anything.
However, your client's recently-filed registration application for the PERFORMAX name
provides us with what we were looking for — a date of first use of that name by your client which
is well after the date our client started using its MAXPERFORMANCE mark. As an aside, the
fact that your client decided to file a registration application of its own for the PERFORMAX
name, in our humble opinion, renders as disingenuous your assertion that the
MAXPERFORMANCE mark is “simply and completely a generic and descriptive mark.” We
obviously disagree with that assertion and, quite apparently, the United States Patent and
Trademark Office ("PTQO") does as well.

We have intentionally waited to receive confirmation from the PTO that it agrees with our
position that Lavelle, Inc.'s MAXPERFORMANCE mark is a valid mark before contacting you
again. We are pleased to inform you that the MAXPERFORMANCE mark was approved for
publication by the PTO yesterday.

In view of the foregoing, we renew the demands asserted in our October 21, 2011 letter and
request your response to those original demands no later than the close of business on Friday,
January 27, 2012.

Sincerely,

Davis & Kuelthau, s.c.

" Patrick M. Bergin, Esq.
Client

. Phone 414.276.0200 Direct 414.225.7563 Fax 414.278.3763
‘ 111 E. Kilbours Avenue, Suite 1400, Milwaukeeo, Wi 53202
< pbergin@dkatforneys.com

| EXHIBIT J

N:ADOCS\17761\84246\ 1160019 5
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RICHARD P. SYBERT, PARTNER GORDON & RE ES 1Lp

EMAIL RSYBERT@GORDONREES.COM
DIRECT LINE (619) 230-7768
DIRECT FAX (619) 595-5768

ATTORNEYS AT LAW
101 W. BROADWAY, SUITE 2000
SAN DIeGo, CA 92101
PHONE: (619) 696-6700
FAx: (619) 696-7124
WWW.GORDONREES.COM

February 14, 2012
by email jheino@dkattorneys.com

Mr. Joseph S. Heino

Davis & Kuelthau, s.c.

111 E. Kilbourn Avenue, Suite 1400
Milwaukee, Wisconsin 53202

re: Your letter to dated January 23, 2012 re “Maxperformance”

Dear Mr. Heino:

I have received your letter dated January 23, 2012, which demanded a response in four
days after you had waited two months to respond to our own prior correspondence. (Incidentally,
may I also ask if there is some local Wisconsin convention of addressing lawyers as “Attorney”
Sybert? Otherwise, I believe the normal protocol is “Mr.”)

As previously noted, we simply disagree with you that your client’s purported mark
“Maxperformance” is a valid trademark. Rather, it is simply and completely a generic and
descriptive term that means, precisely as stated, “max (or maximum) performance.” It is also
merely laudatory. As such, it is not registrable or enforceable. We therefore intend to file a
Notice of Opposition as soon as the mark is published for opposition February 28, 2012.

We also do not agree with you that this same rationale is applicable to my client
Fluidmaster’s application to register PERFORMAX (much less that there is anything
“disingenuous” about that application). There is no word in the English language “Performax,”
which is suggestive. “Maximum Performance” or “Max” Performance, by contrast, is purely
descriptive and arguably generic. That is likely the reason that there are many other
"performax" marks at the PTO (101, with 34 live), than there are "maxperformance" marks
(only 2 live and none dead). No one wants such a weak mark that, like your client’s, provides
virtually no source recognition power. And as I am sure you are aware, the TTAB gives little
“elbow room” to weak marks. Because your client’s mark is weak, descriptive, and laudatory,
and therefore consumers will look to other indicators of source. For example, any differences,
such as those in Fluidmaster’s mark, will be recognized by consumers in differentiating the
source of the respective products.

As to date of first use, while unnecessary to the above analysis, ] am sure you are aware

that dates of first use are in fact specified as “at least as early as x.” It is entirely possible,
therefore, that discovery will show an earlier date by Fluidmaster. Indeed, internal documents

CALIFORNIA ¢ NEW YORK ¢ TEXAS ¢ ILLINOIS ¢ NEVADA ¢ ARIZONA ¢ COLORADO EXHIBIT K
WASHINGTON ¢ OREGON ¢ NEW JERSEY 4 FLORIDA ¢ GEORGIA ¢ CONNECTICUT

Case 2:12-cv-00172 Filed 02/20/12 Page 1 of 2 Document 1-11



February 14, 2012
Page 2

already identify commercial treatment of PERFORMAX at Fluidmaster as early as May 2, 2011,
and I have no doubt we would find even earlier use if pressed to do so. Meanwhile, your client
used "00" for its own dates for “Maxperformance” in January 2011 (use anywhere) and March
2011 (commerce), which suggests someone guessed on those dates and didn't check them
carefully. Ifit comes to that, priority is not a fight you can be sure of winning.

We therefore continue to disagree that your client has valid claims for trademark
infringement or unfair competition. Should you assert any such claims, we will vigorously
contest them and assert appropriate counterclaims,

Again, if your client has any interest in exploring a co-existence agreement or other

resolution of this matters, Fluidmaster is willing to discuss it. Otherwise, Fluidmaster declines to
accede to the demands in your original letter dated October 21, 2011 and reiterated since then.

Yours truly,

Richard P. Sybert

FLUI/1053552/11008486v.1

Case 2:12-cv-00172 Filed 02/20/12 Page 2 of 2 Document 1-11



AO 440 (Rev. 12/09) Summons in a Civil Action

UNITED STATES DISTRICT COURT

for the

Eastern District of Wisconsin

LAVELLE INDUSTRIES, INC.,
Plaintiff

V. Civil Action No.

FLUIDMASTER, INC.,

N e e N N N N

Defendant

SUMMONSIN A CIVIL ACTION

To: (Defendant’'s name and address)

Fluidmaster, Inc.

c/o Mr. Stephen T.D. Dixon, Agent for Service of Process
30800 Rancho Viejo Road

San Juan Capistrano, CA 92675

A lawsuit has been filed against you.

Within 21 days after service of this summons on you (not counting the day you received it) — or 60 days if you
are the United States or a United States agency, or an affiearployee of the United States described in Fed. R. Civ.
P. 12 (a)(2) or (3) — you must serve on the plaintiff an answer to the attached complaint or a motion under Rule 12 of
the Federal Rules of Civil Procedure. The answer oramatiust be served on the plaintiff or plaintiff's attorney,

whose name and address areMatthew R. McClean, Esq.
Davis & Kuelthau, s.c.
111 E. Kilbourn Avenue, Suite 1400
Milwaukee, WI 53202

If you fail to respond, judgment by default will be entered against you for the relief demanded in the complaint.
You also must file your answer or motion with the court.

JON W. SANFILIPPO
CLERK OF COURT

Date:

Signature of Clerk or Deputy Clerk

Case 2:12-cv-00172 Filed 02/20/12 Page 1 of 2 Document 1-12



AO 440 (Rev. 12/09) Summons in a Civil Action (Page 2)

Civil Action No.

PROOF OF SERVICE
(This section should not be filed with the court unless required by Fed. R. Civ. P. 4 (1))

This summons fofhame of individual and title, if any)

was received by me daate)

Date:

(3 | personally served the summons on the individugliade)

on (date) ;or

3 | left the summons at the individual’s residence or usual place of abod@anith

, a person of suitable age and discretion who resides there,

on (date) , and mailed a copy to the individual's last known address; or

3 | served the summons @fame of individual) , who is

designated by law to accept service of process on beh@a#af of organization)

on (date) ; or
3 | returned the summons unexecuted because ;or
(O Other(specify):
My fees are $ for travel and $ for services, for atotal of $ 0.00

| declare under penalty of perjury that this information is true.

Server’s signature

Printed name and title

Server's address

Additional information regarding attempted service, etc:

Case 2:12-cv-00172 Filed 02/20/12 Page 2 of 2 Document 1-12



JS 44 (Rev. 09/11)

CIVIL COVER SHEET

The JS 44 civil cover sheet and the information contained herein neither replace nor supplement the filing and service of pleadings or other papers as required by law, except as provided
by local rules of court. This form, approved by the Judicial Conference of the United States in September 1974, is required for the use of the Clerk of Court for the purpose of initiating
the civil docket sheet. (SEE INSTRUCTIONS ON NEXT PAGE OF THIS FORM.)

Place an “X” in the appropriate box: (1 Green Bay Division X Milwaukee Division
I. (a) PLAINTIFFS DEFENDANTS

Lavelle Industries, Inc. Fluidmaster, Inc.
665 McHenry Street, Burlington, W1 53105 30800 Rancho Viejo Road, San Juan Capistrano, CA 92675
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INSTRUCTIONS FOR ATTORNEYS COMPLETING CIVIL COVER SHEET FORM IS 44

Authority For Civil Cover Sheet

The JS 44 civil cover sheet and the information contained herein neither replaces nor supplements the filings and service of pleading or other papers as required
by law, except as provided by local rules of court. This form, approved by the Judicial Conference of the United States in September 1974, is required for the use
of'the Clerk of Court for the purpose of initiating the civil docket sheet. Consequently, a civil cover sheet is submitted to the Clerk of Court for each civil complaint
filed. The attorney filing a case should complete the form as follows:

L. (a) Plaintiffs-Defendants. Enter names (last, first, middle initial) of plaintiff and defendant. Ifthe plaintiff or defendant is a government agency, use only
the full name or standard abbreviations. Ifthe plaintiff or defendant is an official within a government agency, identify first the agency and then the official, giving
both name and title.

(b) County of Residence. For each civil case filed, except U.S. plaintiff cases, enter the name of the county where the first listed plaintiff resides at the
time of filing. In U.S. plaintiff cases, enter the name of the county in which the first listed defendant resides at the time of filing. (NOTE: In land condemnation
cases, the county of residence of the “defendant” is the location of the tract of land involved.)

(c) Attorneys. Enter the firm name, address, telephone number, and attorney of record. If there are several attorneys, list them on an attachment, noting
in this section “(see attachment)”.

II. Jurisdiction. The basis of jurisdiction is set forth under Rule 8(a), F.R.C.P., which requires that jurisdictions be shown in pleadings. Place an “X” in one
of the boxes. If there is more than one basis of jurisdiction, precedence is given in the order shown below.

United States plaintiff. (1) Jurisdiction based on 28 U.S.C. 1345 and 1348. Suits by agencies and officers of the United States are included here.
United States defendant. (2) When the plaintiff is suing the United States, its officers or agencies, place an “X” in this box.

Federal question. (3) This refers to suits under 28 U.S.C. 1331, where jurisdiction arises under the Constitution of the United States, an amendment to the
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Richard P. Sybert (SBN: 080731) }}9 @Q P i;

Susan B. Meyer (SBN: 20483 1) )
Hazel Mae B. Pangan (SBN: 272657)) ~
GORDON & REES LLP

101 West Broadway, Suite 2000

San Diego CA 92101

Telephone: (619) 696-6700

Facsimile: (619) 696-7124

Fl

3’9‘

UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

. ) CASE NUMBER
FLUIDMASTER, INC. 4 L4/ Feras'<

ﬁm// ra ”‘l bh

" Shey =S4 TS /m@

LAVELLE INDUSTRIES, INC.er Ul e SUMMONS
DEFENDANT(S).

TO:DEFENDANT(S): LA VELLE INDUSTRIES, INC.

A lawsuit has been filed against you.

Within 21 days after service of this summons on you (not counting the day you received it), you
must serve on the plaintiff an answer to the attached P4 complaint [_] amended complaint
[] counterclaim [_] cross-claim or a motion under Rule 12 of the Federal Rules of Civil Procedure. The answer
or motion must be served on the plaintiff's atforney, Richard P. Sybert, whose address is Gordon & Rees LLP,
101 W, Broadway, Suite 2000. San Diego. CA 92101 . If you fail to do so, judgment by default will be
entered against you for the lellefdemanded in the complaint. You also must file your answer or nmotion with the

court.

Clerk, U.S. District Court

5 21 o e
2

BESRR T ler

T

Dated:

. / o)

[Use 60 days if the defendant is the United States or a United States agency, or is an officer or employee of the United States. Alfoved
60 days by Rule 12(a)(3)].

FLU/L053553/1 1792368v 1
CV-OIA (12007 SUMMONS American LegalNet, Ing,

veaw USCourtForms.com




Richard P. Sybert, Bar No. 80731
email rsybert{@gordonrees.com
Susan B. Meyer, Bar No. 204931
smeyer({@gordonrees.com

corporation,

COMPLAINT FOR:
Plaintiff,
vs.

I. Trademark

LLAVELLE INDUSTRIES, INC., a Delaware Infringement/False

corporation, Designation of Origin
[15U.8.C. §1125];

2. Declaratory Judgment
[38 U.S.C. §§ 2201, 2202; 15
U.S.C. § 1051 et seq.] ;

3. Unfair Competition
[Cal. Bus. & Prof. Code
§17200 et seq.];

Defendant.

DEMAND FOR JURY TRIAL
[Fed. R. Civ. Proc. 38]

Plaintiff FLUIDMASTER, INC. (“Plaintiff”’ or “Fluidmaster”), for its
Complaint against LAVELLE INDUSTRIES, INC. (“Defendant” or “Lavelle”),

alleges as follows:

1

1t
1

COMPLAINT

o o S
Hazel Mae B. Pangan, Bar No. 272657 v wr =
email hpangan{@gordonrees.com , A=
GORDON & REES 1LP | =2 o -
101 W. Broadway, Suite 1600 R e
San Diego, California 92101 VOZER - i
tel (6197 696-6700 / fax (619) 696-7124 | B2 3 Al
—Q% TR
I e =
Attorneys for Plaintiff -
FLUIDMASTER, INC. \ =5 ©
UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA _J
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FLUIDMASTER, INC, a California CASE NOSHCV/L A79-TvS (RM A
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Nature of the Action

1. This is an action for willful violations of Fluidmaster’s intellectual
property rights, including trademark infringement and unfair competition, and for
declaratory judgment for acts arising out of Defendant’s unauthorized use of its
confusingly similar “MAXPERFORMANCE” mark in connection with its toilet
tank fill valves.

Jurisdiction and Venue

2. This action arises under the trademark laws of the United States, 15
U.S.C. § 1051 ef seq. (the Lanham Act), the United States Declaratory Judgment
Act, 38 U.S.C. §§ 2201 and 2202, and under California state [aw governing unfair
competition, California Business and Professions Code §17200 ef seq.

3. This Court has subject matter jurisdiction over Fluidmaster’s claims as|
federal questions pursuant to 28 U.S.C. § 1331 and 28 U.S.C. §§ 1338(a) and (b),
and supplemental jﬁrisdiction pursuant to 28 U.S.C. § 1367. The Court has
pendent jurisdiction of the California state law claim under 28 U.S.C. § 1338(b).

4. On information and belief, Defendant has done business in this judicial
district and availed itself of the privilege of doing business in California under the
protection of its laws, such that Defendant is subject to personal jurisdiction in this
judicial district, and it does not offend traditional notions of due process and fair
play to subject Defendant to same.

5. Venue is proper in this Court pursuant to 28 U.S.C. §§ 1391 and 1400.

The Parties

6. Plaintiff Fluidmaster is a California corporation qualified to do
business and doing business in Orange County, California, with its principal offices
located at 30800 Rancho Viejo Road, San Juan Capistrano, California.

7. Founded in 1957 by mventor, entrepreneur, and philanthropist Adolf
Shoepe, Fluidmaster is a leading global supplier of innovative fluid management

solutions in the plumbing industry. Fluidmaster’s products include state-of-the-art
2
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alia, tfadgmark registration. Accordingly, Fluidmaster has applied for federal

tb.i_i,et fill valves. Fluidmaster has continuously used its PerforMAX mark in

internal flushing mechanisms of toilets, such as the Fluidmaster PerforMAX High
Performance Toilet Fill Valve.

8. On information and belief, Defendant Lavelle is a Delaware
Corporation with principal offices located at 665 McHenry Street, Burlington,
Wisconsin. On information and belief, Lavelle is principally engaged in the
business of manufacturing and distributing rubber and plastic products for use in theg
plumbing industry. On information and belief, one such product is toilet fill valve
marketed and sold as the “Korky Quietfill MaxPERFORMANCE Toilet Fill
Valve.”

Fluidmaster’s Intellectual Property Rights

9. Through its design, development, sales, and marketing activities,
Fluidmaster has developed pioneering toilet plumbing and repair products that
adhere to stringent quality assurance standards and that are sold under the
Fluidmaster brand and associated marks. Fluidmaster’s careful cultivation,
maintenance, and protection of its trademarks have enabled Fluidmaster to amass
considerable goodwill within its industry, and the Fluidmaster brand and its
associated marks are widely recognized around the world. Consumers readily and
singularly associate the Fluidmaster brand and its associated marks with
Fluidmaster’s business and products.

10.  Specifically, in 2009, Fluidmaster began using the mark “MAX" as
part of its “MAX Professional Series” of innovative toilet valve products.
Fluidmaster developed its PerforMAX mark and line of products in connection with
its MAX Professional Series of products.

11.  Fluidmaster diligently protects its intellectual property through, inter

registration of its PerforMAX mark, United States Patent and Trademark Office

(“USPTO”) application serial number 85471431, for use in connection with its

3
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commerce through its sale and promotion of its toilet fill valve products in various
established channels of trade, including mass market retailers and specialty retailers
worldwide.

12.  Defendant has applied for a word mark containing the term
“MaxPERFORMANCE” with the USPTO under application serial number
85430931 for use in connection with its toilet tank fill valves.

13. Fluidmaster used its PerforMAX mark in connection with its toilet fill
valve products before Lavelle used its purported MaxPERFORMANCE mark in
connection with its Korky Quietfill MaxPERFORMANCE Toilet Fill Valve.
Ensuing Dispute Regarding Fluidmaster’s PerforMAX Mark and Defendant’s

Purported MaxPERFORMANCE Mark

14. On October 21, 2011, Defendant sent an alleged “cease and desist”

letter to Fluidmaster, asserting ownership of the purported MaxPERFORMANCE
mark pursuant to USPTO application serial number 85430931 for use in connection
with “toilet tank fill valves.” In its letter, Defendant alleged that Fluidmaster’s use
of its PerforMAX mark was “likely to cause confusion among consumers and

therefore violate[d] [Defendant’s] rights™ under trademark law and constituted

unfair competition. Defendant further demanded that Fluidmaster cease and all use

of its PerforMAX mark on pain of formal legal action.

15.  On November 9, 2011, Fluidmaster responded via letter, explaining
that it disagreed with Defendant’s assertions of validity of its purported PerforMAX
mark, asserting that the mark was merely a generic, descriptive, and laudatory term
that was not registrable or enforceable and that in any event, Fluidmaster would
petition for the mark’s cancellation in the event the USPTO issued a registration.

16. On November 15, 2011, Defendant responded with a letter requesting
evidence of Fluidmaster’s use of its PerforMAX mark. On November 20, 2011,
Fluidmaster replied, declining to provide any informal discovery given the lack of

any obligation to do so. In its reply, Fluidmaster reiterated the main points of its
4
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November 9, 2011 letter.

17.  On January 23, 2012, Defendant sent another letter to Fluidmaster,
pointing to the approval of publication of Defendant’s purported
MaxPERFORMANCE miark pursuant to its pending application for registration.
Defendant also renewed its demand that Fluidmaster cease its use of 1ts PerforMAX
mark.

18.  On February 14, 2012, Fluidmaster responded via letter, declining to
accede to Defendant’s demands and again explaining that it disagreed with
Defendant’s allegations regarding the validity of its MaxPERFORMANCE mark
and claims of trademark infringement or unfair competition. Fluidmaster further
reiterated that Defendant’s MaxPERFORMANCE mark was merely descriptive and
laudatory, and would cause consumers to look to other indicators of source.
Fluidmaster also noted that it had located internal documents evidencing prior
commetcial treatment of its PerforMAX mark whereas Defendant’s declaration of
“January 00, 20117 and “March 00, 201 1" for its first use and first use in commerce
dates, respectively, in its trademark registration application indicated that Defendant

had merely guessed on those dates.
FIRST CLAIM FOR RELIEF

Trademark Infringment/False Designation of Origin
(15 U.S.C. § 1125(a))

19. Fluidmaster repeats and realleges the allegations set forth above.
20. Defendant’s use of its purported MaxPERFORMANCE mark in
interstate commerce is a false designation of origin causing a likelihood of

confusion, mistake, and deception as to source, sponsorship, affiliation, and/or

|i connection in the minds of the public. Defendant’s conduct has infringed

1 Fluidmaster’s trademark rights in violation of Section 43(a) of the Lanham Act, 15

U.S.C. 1125(a)(1).

21. ° By reason of the foregoing, Fluidmaster has been injured in an amount
: 5
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not yet fully determined. Further, Defendant has been unjustly enriched by virtue
of their deception of consumers and misappropriation of Fluidmaster’s goodwill.

22. In addition, as a result of Defendant’s acts of infringement,
Fluidmaster has suffered and will continue to suffer irreparable harm for which
Fluidmaster has no adequate remedy at law, including damage to Fluidmaster’s
goodwill. Unless Defendant’s acts of infringement are enjoined by this Court,
Fluidmaster will continue to suffer irreparable harm.

23.  Defendant has acted knowingly and willfully, with full knowledge of
the likelihood of confusion and with the intent to deceive consumers in order to |
trade off the efforts and earned goodwill and reputation of Fluidmaster.

24. By reason of the foregoing acts of trademark infringement, Fluidmastel
has been injured in an amount not yet ascertained. Further, Defendant has been
unjustly enriched by virtue of their deception of consumers and misappropriation of]
Fluidmaster’s goodwill.

SECOND CLAIM FOR RELIEF
Declaratory Judgment
(38 U.S.C. §§ 2201, 2202; 15 U.S.C. § 1051 ef seq.)

25.  Fluidmaster repeats and realleges the allegations set forth above.

26. Defendant has asserted that it owns the alleged trademark
MaxPERFORMANCE and that Fluidmaster, through use of the mark PerforMAX,
infringe Defendant’s mark.

27. Based on Defendant’s assertions, FluidMaster has a reasonable
apprehension of being sued for infringement of Defendant’s alleged
MaxPERFORMANCE mark.

28.  Accordingly, there is a present and justiciable controversy between
Fluidmaster and Defendant as to the latter’s right to threaten or maintain suit for
infringement of the alleged MaxPERFORMANCE mark and as to whether

Fluidmaster infringes the alleged MaxPERFORMANCE mark.
6
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THIRD CLAIM FOR RELIEF

State Law Unfair Competition
(California Bus. & Profs. Code § 17200 et seq.)

29.  Fluidmaster repeats and realleges the allegations set forth above.

30.  California Business and Professions Code Section 17200 prohibits
acts, which constitute “unlawful, unfair or fraudulent business practices.”

31.  Defendant’s unauthorized use of its purported MaxPERFORMANCE
mark in violation of Fluidmaster’s rights in its PerforMAX mark as alleged herein
constitutes unfair business acts or practices within the meaning of California
Business and Professions Code Section 17200.

32.  Fluidmaster has been, and without this Court’s intercession will
continue to be, irreparably harmed by Defendant’s business practices. Fluidmaster
has no adequate remedy at law to prevent this irreparable harm. Fluidmaster is
entitled to an injunction enjoining Defendant from engaging further in the same or
similar unlawful, unfair, or fraudulent business practices, or unfair, deceptive,
untrue, or misleading advertising or statements.

33.  Defendant should be ordered to account for and disgorge all profits
received from their pattern and practice of unlawful activities described herein, and
to pay Fluidmaster’s attorney’s fees incurred in this action.

PRAYER FOR RELIEF
WHEREFORE, Fluidmaster demands judgment against Defendant as

follows:

On All Claims:

1. For such damages as Fluidmaster has suffered, in consequence of
Defendant’s above-described acts which injured Fluidmaster;
2. For an award of reasonable attorneys’ fees and costs incurred in this

action;

7
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3. For punitive damages according to proof on the first and third claims
for relief;

4, For an accounting, and disgorgement of profits;

5. For such other and further relief as is just and proper.

On the Second Claim:

1.  For entry of judgment that Fluidmaster owns the PerforMAX mark
and does not infringe Defendant’s alleged MaxPERFORMANCE mark; and that
Defendant is without any right or authority to threaten or maintain suit against
Fluidmaster for alleged infringement of the alleged MaxPERFORMANCE mark;

2. For an eniry of an injunction enjoining Defendant, its agents,
employees, assigns, and attorneys and those persons in active concert or
participation with them, or any one of them, from initiating infringement litigation
and from threatening Fluidmaster with infringement litigation and from charging
Fluidmaster either verbally or in writing with infringement of the alleged
MaxPERFORMANCE mark;

3. For an entry of judgment for Fluidmaster’s costs and reasonable

attorneys’ fees incurred herein; and

4. For such other and further reliefas is just and proper.
Dated: February 21, 2012 Respectfully submitted,
GORDON & REES LLP
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Richard P. Sybert
Susan B. Meyer
Hazel Mae B. Pangan

Afttorneys for Plaintiff
FLUIDMASTER, INC.
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[ DEMAND FOR JURY TRIAL
9 Pursuant to Federal Rule of Civil Procedure 38, Plaintiff FLUIDMASTER,

3 [|INC. hereby demands trial by jury of all claims so triable.

4 ||Dated: February 21, 2012 Respectfully submitted,
GORDON & REES LLP
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7 RlchardP Sybert
Susan B. Meyer

3 Hazel MaeB Pangan
Attorneys for Plaintif

FLUID STER, INC.
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UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

FLUIDMASTER, INC,, a California Corporation,

Plaintifl{s),

v,

LAVELLE INDUSTRIES, INC., a Delaware Corporation,

Defendant(s)

CASE NUMBLR

SHON2 I78 TS VS LRABA,

CERTIFICATION AND NOTICE
OF INTERESTED PARTIES
(Local Rule 7.1-1)

TO: THE COURT AND ALL PARTIES APPEARING OF RECORD:

The uridersigned, counsel of record for FLUIDMASTER, INC,

(or party appearing in pro per), certifies that the following listed party (or parties) may have a direct, pecuniary
interest in the outcome of this case. These representations are made to enable the Court to evaluate possible
disqualification or recusal. (Use additional sheet if necessary.)

PARTY

CONNECTION

{List the names of afl such parties and identify their connection and interest.)

Nane

February 21, 2012

LT

N/A

Date Sign

Richard P.Sybert

Attorney of record for or party appearing in pro per
FLUIDMASTER, INC.
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CENTRAL DISTRICT OF CALIFORNIA————

FLUIDMASTER, INC CASENUMBER
T PLAINTIFE(S) SACV12- 278 JVS (RNBx)
V.
NOTICE TO PARTIES OF
LAVELLE INDUSTRIES, INC.
DEFENDANTGS) COURT-DIRECTED ADR PROGRAM
NOTICE TO PARTIES:

1t is the policy of this Court to encourage settlement of civil litigation when such is in the best interest of the
parties. The Court favors any reasonable means, including alternative dispute resolution (ADR), to accomplish
this goal. See Civil L.R. 16-15. Unless exempted by the trial judge, parties in all civil cases must participate in
an ADR process before trial. See Civil L.R. 16-15.1.

The district judge to whom the above-referenced case has been assigned is participating in an ADR Program
that presumptively directs this case to either the Court Mediation Pane! or to private mediation. See General
Order No. 11-10, §5. A settlement conference with a Magistrate Judge is generally not available to the parties.
For more information about the Mediation Panel, visit the Court website, www.cacd.uscourts.gov, under
"ADR."

Pursuant to Civil L.R. 26-1(c), counsel are directed to furnish and discuss with their clients the attached ADR
Notice To Parties before the conference of the parties mandated by Fed R.Civ.P. 26(f). Based upon the
consultation with their clients and discussion with opposing counsel, counsel must indicate the following in
their Joint 26(f) Report: 1) whether the case is best suited for mediation with a neutral from the Court
Mediation Panel or private mediation; and 2) when the mediation should occur. See Civil L.R. 26-1(c).

At the initial scheduling conference, counsel should be fully prepared to discuss their preference for referral to
the Court Mediation Panel or to private mediation and when the mediation should occur. The Court will enter
an Order/Referral to ADR at or around the time of the scheduling conference.

Clerk, U.S. District Court
Dated: Tuesday, February 21, 2012 By: MDAVIS
Deputy Clerk
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UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

NOTICE TO PARTIES: COURT POLICY ON SETTLEMENT
AND USE OF ALTERNATIVE DISPUTE RESOLUTION (ADR)
Counsel are required to furnish and discuss this Notice with their clients.

Despite the efforts of the courts to achieve a fair, timely and just outcome in all cases, litigation has become
an often lengthy and expensive process. For this reason, it is this Court's policy to encourage parties to
attempt to setfle their disputes, whenever possible, through alternative dispute resolution (ADR).

ADR can reduce both the time it takes to resolve a case and the costs of litigation, which can be substantial.
ADR options include mediation, arbitration (binding or non-binding), neutral evaluation (NE), conciliation,
mini-trial and fact-finding, ADR can be either Court-directed or privately conducted.

The Court's ADR Program offers mediation through a panel of qualified and impartial attorneys who will
encourage the fair, speedy and economic resolution of civil actions. Panel Mediators each have at least ten
years legal experience and are appointed by the Court. They volunteer their preparation time and the first
three hours of a mediation session. This is a cost-effective way for parties to explore potential avenues of
resolution.

This Court requires that counsel discuss with their clients the ADR options available and instructs them to
come prepared to discuss the parties' choice of ADR option (settlement conference before a magistrate
judge; Court Mediation Panel; private mediation) at the initial scheduling conference. Counsel are also
required to indicate the client's choice of ADR option in advance of that conference. See Civil L.R. 26-1(c)
and Fed.R.Civ.P. 26(%).

Clients and their counsel should carefully consider the anticipated expense of litigation; the uncertainties as
to outcome, the time it will take to get to trial, the time an appeal will take if a decision is appealed, the
burdens on a client's time, and the costs and expenses of litigation in relation to the amounts or stakes
involved.

Of the more than 9,000 civil cases filed in the District annually, less than 2 percent actually go to trial. The
remaining cases are, for the most part: settled between the parties; voluntarily dismissed; resolved through
Court-directed or other forms of ADR; or dismissed by the Court as lacking in merit or for other reasons
provided by law.

For more information about the Court's ADR Program, the Mediation Panel, and the profiles of mediators,
visit the Court website, www.cacd.uscourts.gov, under "ADR."
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UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

NOTICE OF ASSIGNMENT TO UNITED STATES MAGISTRATE JUDGE FOR DISCOVERY

This case has been assigned to District Judge James V. Selna and the assigned
discovery Magistrate Judge is Robert N. Block.

The case number on all documents filed with the Court should read as follows:

SACV12- 278 JVS (RNBx)

Pursuant to General Order 05-07 of the United States District Court for the Central
District of California, the Magistrate Judge has been designated to hear discovery related
motions.

All discovery related motions should be noticed on the calendar of the Magistrate Judge

NOTICE TO COUNSEL

A copy of this notice must be served with the summons and complaint on alf defendants (if a removal action Is
filed, a copy of this notice must be served on all plaintiffs). :

Subsequent documents must be filed at the following location:

Western Division [X} Southern Division [ ] Eastem Division
312 N. Spring St., Rm. G-8 411 West Fourth St., Rm. 1-053 3470 Twelfth 85t., Rm. 134
Los Angeles, CA 80012 Santa Ana, CA 92701-4516 Riverside, CA 92501

Failure to file at the proper location will result in your documents being relumed to you.

CV-18 (03/06) NOTICE OF ASSIGNMENT TO UNITED STATES MAGISTRATE JUDGE FOR DISCOVERY



UNITED STATE DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

NOTICE TO COUNSEL "

The court has directzd that the Jollovwing rules be specifically called Lo Your atzniion:

Ccuﬁnui:ng‘Obligation to i{:port Related Cases (Local Rule 83-1.3 3)
Service of Papers and Process {Local Rule 4)

1.
Ji8

I CONTINUING OBLIGATION TO REPORT RELATED CASES

Pariies zre under the contnuimng ebligation to prompuy advise the Courtwhenever og
actions ot proceedings preniously commenced and one or more curently filed appear to b
* Local Rule 83-1.3.3 states: "It shall be the continuwing duty of the attormey in 2oy cas

bring 1o the attention of the Court, by the fling of a Notice of Relsted Case(s) pucsuant to
1.3, all facts whick in the opinion of the attorney or party appear relevant to 2 determinstion

' 2ction znd one or mote pending zctions should, under the criteria 2ad proceduses set forth
83-1.3, be beard by the same judge.”

Local Rule-§3-1 2.1, states: "It is not permissiblé ta dismiss and thereafir reile ap
purpose of obtaming a different judge "

Local Rule 83-1.2.2 provides: Whenever amr acton is dismissed by 2 party or by the
Jjudgmentind thereafter the s2me of essentially the same claims, involving the same oressenli
parties, are alleged in 2nother action, the later-filed 2ction shall be assigned to the judge 1o wh
fled action wasassigned. It shall be the duty of every atiorney in any such lzter-fAled acton td
facts to the atiention of the Caurt in the Ciwvil Cover Sheet and by the filing of a Notice of Rel
pursuant io LR §3-1.3, o .

)]

. SERVICE OF PAPERS AND PROCESS
. Lacal Rule 4-2 states: "Except 25 otherwise provided by order of Court, or when reqy
treatics or statules of the United States, process shall not be presented o 3 United States B
Service." Service of process must be accomplished in accordance with Rule 4 of the Feder
Civil Procedure orin any manner provided by State Law, whea zpplicable. Service vpar the Uny
an officer or agency thereof, shall be served pursuant to the provisions of FRCP 4 (7). Service
promptly made; unreasonable delay may yesult in dismissal of the action under Local Rule ¢
4(m) of the Federa] Rules of Civil Procedure. Proaof of service or 2 waiver of service of
complamt must be filed with the court.
This notice shall be given by the Clezks to the plaintff ot the time an zctiog is filed
defendznt al the time a aotice of removzl is fled), znd by the

the notice io plaimbifs of remove! todederal court, when served.

<
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to records_cacd@cacd.uscourts.gov; Southern Division: 714-
338-4785; Eastern Division: 951-328-4450. To identify which
clerk’s office maintains the case file you wish to view, please
refet to the prefix of the case number (two digits after the
letters represent the filing year; for example, 09 is year 2009)
as follows:

There is a charge for copies, certifications, and
exemplifications. Fot more information on closed or
archived court records, visit the courts website at
www.cacduscourts.gov/records.

"Photocopy Service
Photocapy setvices are available from outside copy
services. Please note that exemplifications and certifications
must stifl be obtained from the clerks office. For payment
options, contact the appropeiate vendors: Western Division:
213-253-9413; Southern Division: 714-543-8123; Eastern
Division: 951-328-4470,

Interpreter Services

The interpreter services section of the clerk’s office
provides interpreters for all coust proceedings instituted by
the United Srates that require the use of a language other than
English. The section also makes interpreter referrals in
response to inquiries from law firms and the general public in
cases where court-appointed interpreters are not indicated.
For further information, please calt 213-894-4370 or visit the
court’s website at www.cacd.us i

Jury Section .
‘The coant’s website offers valuable information to prospective
jurars. You may see responses to frequently asked questions,
read the General Order 07-10 regarding the selection of

Grandand-Pettiurors;download-the jary harmdbook; review—
jury information for all three divisions; and verify your
status/instructions uiilizing the Auvtomated Juror Information
System {AJIS). Submit questions or comments to the jury
section at jury@ecacd.uscourts.gov. Wired and witeless

Internet access is available in jury assembly rooms.

Attorney Work Room ;

i

of the Spring Street Courthouse, on the first floor of the

imebhhy

For attorneys, a work room is located on the second floor ey

te:




UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA
CIVILITY AND PROFESSIONALISM GUIDELINES

Preamble

In its purest form, law is simply a so-
cietal mechanism for achieving justice.
As officers of the court, judges and law-
yers have a duty to use the law for this
purpose, for the good of the people.
Even though “justice” is a lofty goal, one
which is not always reached, when an
individual becomes a member of the le-
gai profession, he or she is bound to
strive towards this end.

gation costs and fails to advance the
client's lawful interests. Perhaps just as
importantly, this type of behavior causes
the public to lose {aith in the legal pro-
fession and its ability to benefit society.
For these reasons, we find that civility
and professionalism among advocates,
betwéen lawyer and ciient, and between
bench and bar are essential fo thz ad-
ministration of justice.

The following guidelines are de-

...there is a growing sense that
lawyers regard their livelihood as a business,
rather than a profession.

Unfortunately, many do not perceive
that achieving justice is the function of
law in society today. Among members
of the public and lawyers themselves,
there is a growing sense that lawyers re-
gard their livelihpod as a business, rather
then a profession. Viewed in this man-
ner, the lawyer may define his or her ul-
timate goal as "winning" any given case,
by whalever means possible, at any cost,
with little sense of whether justice is
being served. This attitude manifesis it-
self in an array of obstinate discovery
tactics, refusals to accommodate the rea-
sonable requests of opposing counsel re:
dates, times, and places; and other need-
less, time-consuming conflicts between
and among adversaries. This type of be-
havior tends to increase costs of litiga-
tion and often leads to the denial of jus-
tice.

The Central District recognizes that,
while the majority of lawyers do not
behave in the above-described manner,
in recent years there Has been adiscern-
tble erosion of civility and profession-
alism in our courts. This distarbing trend
may have severe consequences if we do
not act to reverse its course. Incivil be-
havior does not constitute effective ad-

vocacy; rather, it serves to increase liti-

signed to encourage us, the members of
the bench and bar, to act towards each
other, our clients, and the putlic with the
dignity and civility that our profession
demands. In formulating these guide-
lines, we have borrowed heavily from
the efforts of others who have written
similar codes for this same purpose. The
Los Angeles Counry Bar Association
Litigation Guidelines, guidelines issued
by other county bar associations within
the Central District, the Standards for
Professional Caonduct within the Seventh
Federal Judicial Circuit, and the Texas
Lawyers Creed all provide excellent

.-models for professional behavior in the

law,

We expect that judges and lawyers
will voluntarily adhere to these standards
as part of a mutual commitment to the
elevation of the level of practice in our
courts. These guidelines shall not be
used as a basis for litigation or for sanc-
tions or penalties,

Nothing in these guidelines super-
sedes or modifies the existing Local
Rules of the Central District, nor do they
alter existing standards of conduct
wherein lawyer negligence may be de-
termined and/or examined.

L. Guidelines

. Lawyers’ Duties

to Their Clients

We will practice our profession with
acontinuing awareness thal our role
is to advance the fegitimale inter-
ests of our clients. We wili endeavor
to achieve our clients’ lawful objec-
tives in legatl transactions and in fit-
gation as quickly and economically
as possible.

We will be loyal and commilied (o
our clients' lawflul objectives, but
we will not permit that foyally and
commitment 1o interfere with our
duty 10 provide objective and inde-
pendent advice,

We will advise our clients that ci-
vility and courtesy are expecled and
are not a sign of weakness.

We will treat adverse parties and
wilnesses with faimess and due con-
sideration. A client has no right o
demand that we acl in an abusive
manner or indulge in any offensive
conduct.

We will advise our clienls that we
will not pursue conduct thal is in-
tended primarily to harass or drain
the financial resources of lhe oppos-
ing party.

We will advise our clienis that we
reserve the right to determine
whether to grant accommodations
to opposing counsel in all maltters
that do not adversely affect our cli-
ents' fawful objectives. Clients have
no dght 1o instruct us to refuse rea-
sonable requests made by other
counsel.

We will advise our clienis regard-
ing availability of mediation, arbi-
tration, and other altemative meth-

Adopted on Jiily 27, 1995



ods of resclving and settling dis-

putes.

We will advise our clients of the
contents of this creed when under-
1aking representation,

Lawyers’ Duties
to Othér Counsel

Communications with
Adversaries

We wiil adhere to all express prom-
ises and to agreements with other
counsel, whether oral or in writing,
and will adhere in good faith to all
agreements implied by the circum-
stances or local customs.

- When we reach an ordl understand-

ing on a proposed agreement or a
stiputation and decide to commit it
to writing, the drafter will endeavor
in good faith to state the oral un-
derstanding accurately and com-
pletely, The drafter will provide the
other counsel with the opportunity
to review the writing. As drafls are
exchanged between or among
caounsel, changes from prior drafts
will be identified in the draft or oth-
erwise explicilly brought to the at-
tention of other counsel. We will not
include in a draft matters 1o which
there has been no agreement with-
out explicitly advising other coun-
sel in writing of thie addition.

. We will not write letters for the pur-

pose of ascribing to opposing coun-
sel a position he or she has not
taken, or to create “a record™ of
evenls that have not occurred. Let-
ters intended only Lo make a record
should he used sparingly and only
when thought to be necessary un-
der all of the circumstances. Unless
specifically permilted or invited by
the court, letters between counsel
should not bé sent to judges.

Scheduling Issues

. 'We wilt not use any form of discov-

ery or discovery scheduling as a
means of harassment.

. We will consult other counsel re--

garding scheduling matters in a
good faith effort to avoid schedul-
ing conflicts.

. We will endeavor (o accommodate

previously scheduled dates for hear-
ings, depositions, meetings, confer-
ences, vacations, seminars, or other
functions that produce good faith
calendar conflicts on the part of
other counsed, where it is possible
to do so without prejudicing the
client's rights. If we have been given
an accommodation because of 2
calendar conflict, we will notify
those who have accommodated us
as soon as the conflict has been re-
moved.

. We will notify other counsel and, if

appropriate, the court or other per-
sons, at the earliest possible time
when hearings, depositions, meet-
ings, or conferences are to be can-
celed or postponed. Early notice
avoids unnecessary travel and ex-
pense of counsel and may enable the
court to use the previously reserved
time for olher matters.

Unless time is of the essence, as a -

matter of courtesy we will grant first
requests for reasonable extensions
of ‘time to respond to litigation
deadlines. After a first extension,
any additional requests for time will
be considered by balancing the need
for expedition against the deference
one should ordinarily give 10 an
opponent’s schedule of personal and
professional engagements, the rea-
sonableness of the length of exten-
sion requested, the opponent’s will-
ingness to grant reciprocal exten-
sions, the time actually needed for
the task, and whether it is likely 2
tourt would grant the exiénsion if
asked to do so.

f. We will-not request an extension of

time solely for the purpose of un-
justified detay or to obtain a lacti-
cal advantage.

. We will not attach to extensions

unfair and extrancous conditions,
We may impose conditiens for the
purpose of preserving rights that an
extension might jeopardize, or for
seeking reciprocal scheduling con-
cessions. We will not, by granting
extensions, seek lo preclude an
opponent's substantive rights, such
as his or her right to move against a
complaint.

Service of Papers

. We will not time the filing or ser-

vice of motions or pleadings in any
way that unfairly limils another
party’s opporiunily to respond.

. 'We will not serve papers sufficiently

close 10 & court appearance so as lu
inhibit the ability of cpposing coun-
sel to prepare for that appearance
or, where permitted by law, 1 re-
spond 1o the papers.

. 'We will not serve papers inorder o

take advantage of an opponent’s
known absence from the office or
at a time or in a manner designed (o
inconvenience an adversary, such as
late on a Friday afternoon or the day
preceding a secular or religious
holiday. ) -

. When it is likely that service by

mail, even when allowed; will preju-
dice the opposing party, we will ef-
fect service personally or by fac-
simile transmission.

Depositions

. We will take depositions only when

actually needed to ascertain facts or
information or to perpetuate testi-
mony. We wilf not take depositions




for the purpose of haragsment or to
increase litigation expense.

. We will not engage in any conduct
during a deposition that would be
inappropriate in the presence of a
judge.

. During depositions we wil] ask only
those questions we reasonably be-
lieve are necessary for the prosecu-
tion or defense of an action. We will
not inquire into a deponent's per-
sonal affairs or question a
deponent's integrity where such in-
quiry is irrelevant 1o the subject
matter of the deposition. We will
refrain from repetitive or argumen-
lalive questions or those asked
solely for purposes of harassment.

. When defending a deposition, we
will limit objections to those that are
well founded and necessary (o pro-
tect our client's interests, We rec-
ognize that most objections are pre-
served and need be interposed only
when the form of a question is de-
fective or privileged information is
sought.

. When a question is pending, we will
noi, through objections or other-
wise, coach the deponent or suggest
answers.

. We will' not direct a deponent to
refuse Lo answer questions unless
they seek privileged information or
~ are manifestly irrelevant or calcu-
lated to harass.

. Whei we obtain documents pursu-
ant to a deposition subpoena, we
will make copies of the documents
available to opposing counsel at his
or her expense, even if the deposi-
ticn is canceled or adjourned.

Document Demands

. We will carefully craft document
production requests so they are lim-
ited to those documents we reason-

ably believe are necessary for the
prosecution or defense of an action.
We will not design production re-
quests to harass or embarrass a party
or wilness or to impose an undue
burden or expense in responding.

. We will respond 1o document re-

quests in a timely and reasonable
manner and nol strain fo interpret
the request in an artificially restric-
tive manner lo avoid disclosure of
relevant and non-privileged docu-
ments.

. We will withhold documents on the

grounds of privilege only where it
is appropriate to do so.

. We will not produce documents in

2 disorganized or unintelligible
manner, or in a way designed to hide
or obscure the existence of particu-
lar documents.

. We will not delay document produc-

tion lo prevent opposing counsel
from inspecting documents prior to
scheduled depositions or for any
other tactical reason.

Interrogatories

. We will carefully craft inierrogato-

ries $0 that they are limited to those
matters we reasonably believe are
necessary for the prosecution or
defense of an action, and we will
not design them to harass or place
an undue burden or expense on a

party.

. We will respond to interrogatories

in a timely and reasonable manner
and will not strain to interpret them
in an artificially restrictive manner
to avoid disclosure of relevant and
non-privileged information,

. We will base our interrogatory ob-

jections on a good faith belief in
their merit and riot for the purpose
of withholding or delaying the dis-
closure of relevant information, If

an inlerrogatory is objectionable in
part, we will answer the unobjec-
tionable part.

Settlement and Alernative
Dispute Resolution

Except where there are strong and
overriding issues of principle, we
will raise and explore the issue of
settlement in every case as suon as
enough is known abowt the vase to
make setilement discussion mcdn-

ingful.

. 'We will not falsely hold out the pos.

sibility of settlement as a means lur
adjourning discovery or delaying
trial.

In every case, we will consider
whether the client’s interest cuuld
be adequalely served and the con.
troversy more expediliously and
economically disposed ol by arbi-
tration, mediation, or Gther forms of
alternative dispute resolution.

Wriften Submissions to a Court,
Including Briefs, Memoranda,
Affidavits, Declarations, and
Proposed Orders.

- Before filing a motion with the

court, we will engage in mure than
a mere pro forma discussion of iy
purpose in an effort to resolve the
issue with oppusing counscl.

. We will not force our adversary o

make a motion and then not uppusc
i.

In submitting briefs or memoranda
of points and au(horities to the
court, we will not rely on facts that
are not property parl of the recard.
We may present historical, eco-
nomic, or sociological data, if such
data appears in or is derived {rom
generally available sources.




. Incivil actions, we will stipulate to
relevant fatters if they are undis-
puted and if no good faith advocacy
haxis exists for not stipulating.

:. Unless direetly and necessarily in .

wsue, we will ot disparage the in-
telligence, morals, integrily, or per-
sonal behavior of our adversaries
hefore the court, cither in written
submissions or oral presentations.

We will nol, absent good cause, al-
wwibute bad motives or improper

conduct o uther counsel or bring

the profession into disrepule by un-

fuunded aceusations of impropriety. -

. We will not move for court sanc-
Lions agains| opposing counsel with-
out first conducting a reasonable
mvestigation and uniess fully justi-
fied by the circumstances and nec-
essiry to protect our chient's lawful
interesis, :

. We will not cause any delault or
dismissat Lo be entered without first
natifying opposing counsél, when
we know his or her identity.

When a drafl order is 10 be prepared
by counsel to reflect a court ruling,
we will dralt an order that accu-
rately and compleiely reflects the
court's ruling. We will prompily
prepare and submit a proposed or-
der to other counse) and attempt o
recuncile any ditferences before the
draft order is presented Lo the court.

Ex Parte Communications
With the Court

a. We will avoid ex parte communis

cation on the substance of a pend-
ing vase with a judge (or his or her
law clerk) before whom such case
is pending.

. Even where applicable laws or rules
permit an ex parte application of
communication 1o the court, before
making such an application or com-

munication we will make diligent
efforts to notify the opposing party
or his or her attorney. We will make
reasonable cfforts 10 accommodale
the schedule of such attorney, so that
the opposing party may be repre-
sented on the application.

Where the niles permit an ex parre
application or communication to the
court in an emergency situation, we
will make such an application or
communication only where there is
a bona fide emergency such that the
lawyer's client will be seriously
prejudiced by a failure to make the
application or communication on
regular notice.

Lawyers’ Duties
to the Court

We will speak and write civilly and
respectfully in all communications
with the court.

We will be punctuat and prepared
for all court appearances so that ail
hearings, conferences, and trials
fiiay commence on time; if delayed,
we will notify the court and coun-
sel, if possible.

We will be considerate of the time
constraints and pressures on the
court and court staff inherent in their
efforts 1o administer justice.

We will not engage in any conduct

thet brings disorder or disniption tu

the courtroom. We will advise our
clients and witnesses appearing in
courl of the proper conduct -ex-
peeted and required there and, to the
best of our ability, prevent our cli-
ents and witnesses from creating
disorder or disruption.

We will not wriie letters to the court
in connection with a pending action,
unless invited or permitted by the

‘COUTL,

Before dates for hearing or trials are
set, or if thal is not feasible, imme-
diately after such date has been sei,
we will attemnpt to verify the avail-
ability of necessary participants and
witnesses so we can promptly no-
tify the court of any likely problems.

We will act and speak civilly to
court marshals, court clerks, court
reporters, secretaries, and jaw clerks
with an awareness that they, too, are
an integral part of the judicial sys-
tem.

Judges® Duties to Others

We will be courteous, respectful,
and civil to the attorneys, parties,
and witnesses who appear before us.
Furthermore, we will use our au-
thority to ensure that ali of the at-
torneys, parties, and witnesses ap-
pearing in our courtrooms conrduct
themselves in a civil mannef.

We will do our best 1o ensure that
gourt personne! act civilly toward
attorneys, parties and witnesses,

‘We will not employ abusive, de-
meaning, or humiliating language in
opinions or in written or oral com-
munications with attorneys, parties,
or witnesses,

We will be punctual in convening
all hearings, meetings, and confer-
ences.

We will make reasonable efforts 1o
decide promptly all matters pre-
sented 1o us for decision.

While endeavoring to resolve dis-
putes efficiently, we will be aware
of the 1ime constraints and pressures
imposed on attorneys by the exigen-
cies of liligation practice.

Above all, we will remember that
the court is the servant of the people,
and we will approach our duiies in
this fashion.




